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1. Applicants' election of the invention in Group I, 
claims 1-16 and 26-30, in the reply filed on Oct. 13, 2006, is 
acknowledged. Because applicants did not distinctly and 
specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election 
without traverse (MPEP § 818.03(a)). 

2. The examiner acknowledges the cancellation of claims 17-25 
and 31-41 filed on Oct. 13, 2006. Claims 1-16 and 26-30 are 
pending. 



3. The abstract of . the disclosure is objected to because it is 

not limited to a single paragraph. Correction is required. See 

MPEP § 608.01 (b) . 

Applicants are reminded of the proper language and format 
for an abstract of the disclosure. 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
as "means" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
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concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 

4. The disclosure is objected to because of the following 
informalities: 

(1) The specification discloses that one or more of the 
methylene groups in the -(CH 2 ) m - group can be replaced by N, C, 
B, P, or a "CR 4 ." See the specification, page 3, lines 26-29, 
page 5, lines 7-10, page 10,. lines 11-14, and page 23, 

lines 25-28. However, it is not clear how a methylene group, 
which is divalent, can be replaced with groups that are not 
divalent. 

(2) The specification further discloses that one or more of 
the methylene groups in the -(CH 2 ) m - group can be replaced by a 
NR 3 group, a "CR 4 " group, or a CR 5 R 6 group, where the R groups can 
be a bond . See the specification, page 3, line 29, page 5, 

line 10, page 10, line 14, and page 23, line 28. However, it is 
not clear with what the R bonds form a bond. 

(3) The specification discloses that one or more of the 
methylene groups in the -(CH 2 ) m - group can be replaced by a NR 3 
group, a "CR 4 " group, or a CR 5 R 6 group, where the R groups can be 
part of a ring group. See the specification, page 4, line 2, 
page 5, line 12, page 10, line 16, and page 23, line 30. 
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However, it is not clear what is meant by the term "part of a 
ring group." The specification does not define said group. 

(4) The use of trademarks, e.g., Calgon [sic: CALGON] at 
page 13, line 22, has been noted in this application. The 
trademarks should be capitalized wherever they appear and be 
accompanied by the generic terminology. This example is not 
exhaustive. Applicants should review the entire specification 
for compliance. 

Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be 
respected and every effort made to prevent their use in any 
manner, which might adversely affect their validity as 
trademarks . 

(5) The instant specification references serial US 
applications by their serial numbers, but does not provide the 
current status of said applications. For example, US 
application 10/425,333, filed on Apr. 28, 2003, at page 15, 
line 13, and US application 10/396,536, filed on Mar. 25, 2003, 
at page 22, line 12. This listing of US applications is not 
exhaustive. Applicants are requested to provide the current 
statuses of all of the US applications disclosed in the instant 
specification, and to update the status in each response in the 
future . 
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Appropriate correction is required. 

5. The specification is objected to as failing to provide 
proper antecedent basis for the claimed subject matter. See 37 
CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

In claims 4, 12, and 29, the recitation "Ei and E 2 are, each 
independently, an oxiranyl ring" lacks antecedent basis in the 
specification. 

In claims 5, 13, and 30, the formula recited in those 
claims lacks antecedent basis in the specification. See 
page 24, line 8, of the specification,- which discloses the 
charge transport materials having the structures shown in 
formulas (2) and (3) . The carbazolyl moieties in formulas (2) 
and (3) are either unsubstituted or substituted at the 
6-position with a chlorine atom. The formula recited in 
claims 5, 13, and 30 is broader than the two particular 
formulas (2) and (3) because the R groups on the carbazolyl 
moieties are not limited to be hydrogen atoms or chlorine atoms 
at the 6-position. 



6. The following is. a quotation of the second paragraph of 35 
U.S.C. 112: 
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The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

7. Claims 1-16 and 26-30 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Instant claims 1, 9, and 26 are indefinite in the phrase "Xi 
and X 2 . . . have the formula -(CH 2 ) m - group, branched or linear, 
where m is an integer between 0 and 20, inclusive" (emphasis 
added), because it is not clear how the -(CH 2 ) m - group can be 
branched. Branching in an aliphatic carbon chain requires, for 
example, at least a -(CHR)- group, where R is an alkyl group. 

Instant claims 1, 9, and 26 are further indefinite in the 
phrase "one or more of the methylene groups [in the formula 
-(CH 2 ) m - group] is optionally replaced by a . . . N, C, B, P, . . 
. a CR 4 . . . " because it is not clear how a methylene group, 
which is divalent, can be replaced with groups that are not 
divalent . 

Instant claims 1, 9, and 26 are also indefinite in the 
phrase "one or more of the methylene groups [in the formula 
-(CH 2 ) m - group] is optionally replaced by ... an NR 3 group, a 
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CR 4 group, or a CR 5 R 6 group" where the R groups can be "a bond" 
because it is not clear with what the R bonds form a bond. 

Instant claims 1, 9, and 26 are further indefinite in the 
phrase "one or more of the methylene groups [in the formula 
-(CH 2 ) m - group] is optionally replaced by ... an NR 3 group, a 
CR 4 group, or a CR 5 R 6 group" where the R groups can be "part of a 
ring" because it is not clear what is meant by the term "part of 
a ring group." The instant specification does not define said 
group. 



8. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 
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9. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



10. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the, applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f), or (g) prior 
art under 35 U.S.C. 103(a). 



11. Claims 26-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bouguettaya, et al., Journal of Applied Polymer 
Science , Vol. 73 (1999), pp. 1483-1492 (Bouguettaya), as 
evidenced by applicants' admissions at page 11, lines 5 
and 10-12, and page 11, line 31, to page 12 line 16, of the 
instant specification (applicants' admission I) . 

Bouguettaya discloses the compound poly (N-glycidyl 
carbazole) 



Application/Control Number: 10/758,869 
Art Unit: 1756 



Page 9 













where n is an integer of more than one. See page 1490, line 1. 

The compound is within the compositional limitations of the 
formula recited in the instant claims, in particular the formula 
recited in instant claim 30. The compound is represented by the 
formula recited in instant claim 30, when n is more than one and 
the R groups are "heterocyclic groups." The instant 
specification at page 11, lines 5 and 10-12, discloses that the 
term "heterocyclic group" can include carbazolyl and "may also 
include any combinations of the above aromatic heterocyclic 
groups bonded together either by a bond (as in bicarbazolyl) 
. . . " The instant specification at page 11, line 31, to 
page 12, line 16, discloses that the term "'group 1 indicates 
that the generically recited chemical moiety (e.g., alkyl 
group . . . ) may have any substituent thereon which is 
consistent with the bond structure of that group. For example, 
when the term 'alkyl group 1 , such as methyl, ethyl . . . but 
also substituents such as hydroxyethyl . . . and the like . . . 
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No substitution would be included within the term that would 
alter the fundamental bond structure of the underlying group. " 
Thus, the term "heterocyclic group" appears to read on 
"carbazolyl groups" substituted by other carbazolyl groups. 

Bouguettaya does not identify its compound as a charge 
transport material as recited in the instant claims. However, 
as discussed above, the reference compound meets the 
compositional limitations recited in the instant claims. Thus, 
it is reasonable to presume that the reference compound has 
charge transporting properties. The burden is on applicants to 
prove otherwise. In re Fitzgerald , 205 USPQ 594 (CCPA 1980). 



12. Claims 26-30 are rejected under 35 U.S.C. 102(e) as being 

anticipated by US 7,014,968 B2 (Tokarski) 

The applied reference has a common inventor with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 
CFR 1.131. 



Tokarski discloses making charge transport material 
represented by compound 9 of the formula 
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See col. 18, compound 9, and col. 24, line 35, to col. 25, 
line 47. According to Tokarski, compound 9 is formed by 
reacting the epoxy analog of compound 9 with ammonium 
thiocyanate. Col. 19, lines 36-37 and 43-47; and col. 25, 
lines 41-4 6. In other words, compound 9 is formed by replacing 
the oxygen atoms in its epoxy analog with sulfur atoms. The 
epoxy analog of compound 9 meets the compositional limitations 
of the formulas recited in instant claims 26-30. 

Tokarski does not identify the epoxy analog of compound 9 
as a charge transport material as recited in the instant claims. 
However, as discussed above, the epoxy analog compound meets the 
compositional limitations recited in the instant claims. Thus, 
it is reasonable to presume that the epoxy analog compound has 
charge transporting properties. The burden is on applicants to 
prove otherwise. Fitzgerald , supra . 



13. Claims 26, 28, and 29 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over US 6,416,915 Bl (Kikuchi) . 
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Kikuchi discloses the compounds 31 and 32 at cols. 19-22. 
The compounds 31 and 32 comprise two chain-polymerization groups 
-CH 2 0-C (0) -CH=CH 2 . Kikuchi teaches that the chain-polymerization 
functional groups can equally be the chain-polymerization 
functional group 



Col. 6, line 16, and compound 29 at cols. 19-20. Kikuchi 
teaches that the chain-polymerization functional group can also 
equally be the chain-polymerization group 



Col. 6, line 30, and compound 23 at cols. 17-18. Kikuchi 
discloses that said hole transporting compound comprising at 
least two chain polymerization functional groups, i.e., 
compounds 23, 29, 31, or. 32, forms a polymerizate . According to 
Kikuchi, when a surface layer in an electrophotographic 
photoreceptor comprises said polymerizate, the photoreceptor has 
high film strength leading to improved anti-abrasion and anti- 
scar characteristics. Col. 2, lines 52-56, and col. 3, 
lines 5-23. 





CH 2 
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It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Kikuchi, to 
substitute the two chain polymerization functional groups 
-CH 2 0-C(0)-CH=CH 2 in the Kikuchi compounds 31 or 32 with the 
equivalent chain polymerization functional groups 



have had a reasonable expectation of successfully obtaining a 
hole transporting compound comprising at least two chain 
polymerization function groups that is capable of forming a 
polymerizate which when used in the surface of an 
electrophotographic photoreceptor improves the anti-abrasion and 
anti-scar characteristics of the photoreceptor. 

The resulting hole transporting compounds comprising at 
least two chain polymerization function groups that are rendered 
obvious over the teachings of Kikuchi meet the compositional 
limitations of the formula recited in instant claims 26, 28, 
and 29. The resulting compounds comprising the oxiranyl groups 
are represented by the formula recited in instant claims 26 
and 29, when Z is an aromatic group, Ei and E 2 are oxiranyl, and 
Xi and X 2 are -CH 2 OCH 2 -. The resulting compounds comprising the 
epoxy groups are represented by the formula recited in instant 





CH 2 



or 



That person would 
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claims 26 and 28, when Z is an aromatic group and Xi and X 2 are 
-CH 2 -. 

14. Claims 1-16 would be allowable if rewritten or amended to 
overcome the rejection (s) under 35 U.S.C. 112, 2nd paragraph, 
set forth in this Office action. 

The prior art of record does not teach or suggest an 
organophotoreceptor comprising the charge transport material as 
recited in the instant claims .1-16. 

Bouguettaya discloses a compound that meets the 
compositional limitations of the formula recited in instant 
claims 1-5 and 9-12. See paragraph 11, supra . However, 
Bouguettaya does not disclose or suggest that said compound can 
be used as a charge transport compound in an 
organophotoreceptor. Rather, Bouguettaya teaches that the 
compound poly (N-glycidyl carbazole) is a crosslinkage polymer, 
which is used to form conductive adhesives. Page 1483. 

Tokarski discloses a compound that meets the compositional 
limitations of the formula recited in instant claims 1-5 
and 9-12. See paragraph 12, supra . However, Tokarski does not 
disclose or suggest that said compound can be used as a charge 
transport compound in an organophotoreceptor. Rather, Tokarski 
teaches that said compound is an intermediate product that is 
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used to obtain its thiranyl containing compound 9. 

Kikuchi renders obvious compounds that meet the 
compositional limitations of the formula recited in instant 
claims 1, 3, 4, 9, 11, and 12. See paragraph 13, supra . 
However, as discussed in paragraph 13 above, Kikuchi discloses a 
surface layer comprising the polymerizate of said compound. 
Thus, the resulting polymerizate in the photoreceptor would not 
comprise the compound of the formula recited in the instant 
claims . 



15. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or .571-272-1000. 
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